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Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1, 3-4, 5-10, 11-16 are rejected under 35 U.S.C 102(e) as being 
anticipated by Chang (US2002/0122605A1). 

Regarding claim 1, Chang discloses a mobile videophone terminal for performing 
video communication using a still image or moving image, comprising: an image 
capturing section (10, fig. 1) for capturing a first display information, a videophone 
communication performing section for receiving second display from a receiving end in 
the video communications to perform videophone communication, a data 
communication performing section (20, fig. 1) for retrieving third display information 
through a predetermined base station (not shown, note: background images can be 
downloaded from the internet: paragraph: 0022), an image combining section (reads on 
34, fig. 1) for generating fourth display information by combining at least two selected 
from the first to third display information, a transmitting image selecting section for 
inputting therein to fourth display information to select and transmit at least one of the 
display information as a transmitting image to the receiving end, and displaying image 
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selecting section for selecting and displaying one of the first to fourth display information 
as displaying image (paragraphs: 0014-0029; figs. 1-3). 

Regarding claims 3-4, 5-10, 11-16, Chang further teaches the following: a 
memory (50, fig. 1) for storing fifth display information, wherein the image combining 
section (34, fig. 1) further uses fifth display information to generate the fourth display 
information, the transmitting selecting section inputs therein the fifth display information 
to select and transmit at least one of the display information as a transmitting image to 
the receiving end, and the displaying image selecting section selects and displays one 
of the first to fifth display information as displaying image, the first to fifth display 
information includes a still image, a moving image, and/or text information, while the 
video communication is being performed, the third display information is obtained 
through data communication (such as internet: paragraph: 0022) and transmitted as a 
transmitting image to the receiving end, the third display information obtained through 
data communication during the video communication is combined with the first display 
information that is being captured by the transmitting mobile videophone terminal as a 
transmitting image to the receiving end (paragraphs: 0014-0029; figs. 1-3). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 2, 17-48 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chang in view of Kim (WO2003/00571 7A1 ). 

Chang differs from claim 2 in that it does not specifically teach a multi-access 
communication performing section for simultaneously activating videophone 
communication performing section and data communication performing section. 

However, Kim discloses visual mode mobile phone and visual mode telephoning 
method using same which teaches the following: a multi-access communication 
performing section for simultaneously activating videophone communication performing 
section and data communication performing section (page 11 lines 18-21). 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Chang's system to provide for the following: a multi- 
access communication performing section for simultaneously activating videophone 
communication performing section and data communication performing section as this 
arrangement would facilitate obtaining information from external source and transmitting 
to receiving videophone as taught by Kim, thus sharing information with other users. 

Chang differs from claims 17-20 in that although he teaches the following: while 
the video communication is being performed, the third display information is obtained 
through data connection (such as internet) and transmitted as transmitting image to the 
receiving end (paragraphs: 0019-0022), he does not teach the following: the fifth display 
information that has been stored in the mobile videophone terminal is transmitted as a 
transmitting image to the receiving end. 
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However, Kim teaches the following: the display information that has been stored 
in the mobile videophone terminal is transmitted as a transmitting image to the receiving 
end (page 6, line 7 - page 8, line 20). 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Chang's system to provide for the following: the fifth 
display information that has been stored in the mobile videophone terminal is 
transmitted as a transmitting image to the receiving end as this arrangement would 
facilitate to transmit stored picture when he does not desire to transmit camera picture 
as taught by Kim, thus facilitating user convenience. 

Chang differs from claims 21-24 in that although he teaches the following: the 
third display information obtained through data communication during the video 
communication is combined with the first display information that are being captured by 
transmitting mobile videophone terminal, and transmitted as a transmitting image to the 
receiving end (paragraphs: 0022-0026), he does not teach the following: the fifth display 
information that has been stored in the mobile videophone terminal is transmitted as a 
transmitting image to the receiving end. 

However, Kim teaches the following: the display information that has been stored 
in the mobile videophone terminal is transmitted as a transmitting image to the receiving 
end (page 6, line 7 - page 8, line 20). 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Chang's system to provide for the following: the fifth 
display information that has been stored in the mobile videophone terminal is 
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transmitted as a transmitting image to the receiving end as this arrangement would 
facilitate to transmit stored picture when he does not desire to transmit camera picture 
as taught by Kim, thus facilitating user convenience. 

Chang differs from claims 25-28 in that although he teaches the following: the 
fifth display information that has been stored in the mobile videophone terminal is 
combined with the first display information that is being captured by the transmitting 
nobile videophone terminal, and transmitted as transmitting image to the receiving end 
(paragraphs: 0022-0026), he does not specifically teach the following: while the video 
communication is being performed, the third display information is obtained through 
data communication and transmitted as a transmitting image to the receiving end. 

However, Kim teaches the following: while the video communication is being 
performed, the display information is obtained through data communication and 
transmitted as a transmitting image to the receiving end (page 1 1 , pages 18-21 ). 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Chang's system to provide for the following: while the 
video communication is being performed, the third display information is obtained 
through data communication and transmitted as a transmitting image to the receiving 
end as this arrangement would facilitate the user to transmit various information to the 
others during videophone communication as taught by Kim. 

Regarding claims 29-32, Chang teaches the following: the third display 
information obtained through data communication (such as internet) during video 
communication is combined with the first display information that are being captured by 
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the transmitting mobile videophone terminal, and transmitted as a transmitting image to 
the receiving end, and/or the fifth display information that has been stored in the mobile 
videophone terminal is combined with the first display information that is being captured 
by the transmitting mobile videophone terminal, and transmitted as a transmitting image 
to the receiving end (paragraphs: 0014-0029; figs. 1-3). 

Chang differs from claims 33-36 in that although he teaches the following: while 
the video communications is being performed, the third display information is obtained 
through data communication (such as internet) and transmitted as a transmitting image 
to the receiving end (paragraphs: 0022-0026), he does not specifically teach the 
following: the mobile videophone terminal further includes a function of arbitrarily 
determining whether or not to transmit the third display information. 

However, Kim teaches the following: the mobile videophone terminal further 
includes a function of arbitrarily determining whether or not to transmit the third display 
information (fig. 3, page 6, line 7 - page 8, line 20). 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Chang's system to provide for the following: the mobile 
videophone terminal further includes a function of arbitrarily determining whether or not 
to transmit the third display information as this arrangement would provide flexibility for 
user in transmitting images to the other party as taught by Kim, thus contributing to user 
convenience. 

Chang differs from claims 37-40 in that although he teaches the following: the 
third display information obtained through data communication (such as internet) during 
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video communication is combined with the first display information that are being 
captured by the transmitting mobile videophone terminal, and transmitted as a 
transmitting image to the receiving end (paragraphs: 0022-0026), he does not teach the 
following: the mobile videophone terminal further includes a function of arbitrarily 
determining whether or not to transmit the third display information. 

However, Kim teaches the following: the mobile videophone terminal further 
includes a function of arbitrarily determining whether or not to transmit the third display 
information (fig. 3, page 6, line 7 - page 8, line 20). 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Chang's system to provide for the following: the mobile 
videophone terminal further includes a function of arbitrarily determining whether or not 
to transmit the third display information as this arrangement would provide flexibility for 
user in transmitting images to the other party as taught by Kim, thus contributing to user 
convenience. 

Chang differs from claims 41-44 in that he does not specifically teach the 
following: the fifth display information- that has been stored in the mobile videophone is 
transmitted as a transmitting image to the receiving end, the mobile videophone 
terminal further includes a function of arbitrarily determining whether or not to transmit 
the third display information. 

However, Kim teaches the following: the display information that has been stored 
in the mobile videophone is transmitted as a transmitting image to the receiving end, the 



Application/Control Number: 10/758,534 Page 9 

Art Unit: 2614 

mobile videophone terminal further includes a function of arbitrarily determining whether 
or not to transmit the third display information (fig. 3, page 6, line 7 - page 8, line 20). 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Chang's system to provide for the following: the fifth 
display information that has been stored in the mobile videophone is transmitted as a 
transmitting image to the receiving end, the mobile videophone terminal further includes 
a function of arbitrarily determining whether or not to transmit the third display 
information as this arrangement would provide flexibility for user in transmitting images 
to the other party as taught by Kim, thus contributing to user convenience. 

Chang differs from claims 45-48 in that although he teaches the following: fifth 
display information that hs been stored in the mobile videophone terminal is combined 
with the first display information that are being captured by the transmitting mobile 
videophone terminal, and transmitted as a transmitting image to the receiving end 
(paragraphs: 0022 - 0026), he does not teach the following: the mobile videophone 
terminal further includes a function of arbitrarily determining whether or not to transmit 
the third display information. 

However, Kim teaches the following: the display information that has been stored 
in the mobile videophone is transmitted as a transmitting image to the receiving end, the 
mobile videophone terminal further includes a function of arbitrarily determining whether 
or not to transmit the third display information (fig. 3, page 6, line 7 - page 8, line 20). 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Chang's system to provide for the following: the mobile 
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videophone terminal further includes a function of arbitrarily determining whether or not 
to transmit the third display information as this arrangement would provide flexibility for 
user in transmitting images to the other party as taught by Kim, thus contributing to user 
convenience. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melur Ramakrishnaiah whose telephone number is 
(571 )272-8098. The examiner can normally be reached on 9 Hr schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Curt Kuntz can be reached on (571 ) 272-7499. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1000. I) 
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